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DETAILED ACTION 

This Office Action is response to Applicant's amendment filed 18 August 2008. 

Information Disclosure Statement 

The information disclosure statement filed 28 December 2007 fails to comply with 
37 CFR 1 .98(a)(3) because it does not include a concise explanation of the relevance, 
as it is presently understood by the individual designated in 37 CFR 1.56(c) most 
knowledgeable about the content of the information, of each patent listed that is not in 
the English language. It has been placed in the application file, but the information 
referred to therein has not been considered. Cases not having an English abstract or 
translation are: citation numbers BB, BC, BD, BS, BT, BU, BV, BW, BX, BY, BZ, and 
CA. These references on the IDS submitted 28 December 2008 have not been 
considered. 

Response to Arguments 

Applicant's arguments filed 18 August 2008 regarding the combination of Oberlander 
and Sikora are persuasive and therefore withdrawn. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 20, 22, 23, 24, 27-29 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Schwartz et al. (US Patent Application 2003/0078617) in view of 

Sikora 2002/0019649. 

Claim 20, 23, 24, 27-29: Schwartz'61 7 teaches a method of repairing a tear in 
body tissue that includes ejecting a retaining head (18a) such that the retaining head 
lies against the outer surface of body tissue (54) (Figure 49) and also inserting an 
anchor (16) so that it is located between the tear and the outer surface of the body 
tissue (Figure 49). The retaining head and anchor are coupled by the terminal end of a 
flexible member (20) (Figure 49). 

Schwartz'61 7 does not disclose how the retaining head and anchors are 
deployed. 

Sikora'649 teaches a method of repairing a tear in a body tissue that includes a 
passing a needle (1070) from a first portion of the body tissue through the tear (1052) 
and to an outer surface of the body tissue (1058); ejecting a retaining head (1012) from 
the needle (1070) so that the retaining head (1012) lies against the outer surface (1058) 
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in an engaged position (paragraph [0152]); and inserting an anchor (1014) coupled to 
the retaining head (1012) (paragraph [0147], lines 1-2) by a flexible member (1016) 
from a first portion through the tear to a desired location (paragraph [0153]). Sikora'649 
teaches advancing a plunger (1080) within the needle (1070) towards a distal opening 
of the needle (direction A, Figure 20), deploying the retaining head (1012) from the 
distal opening and removing the needle (1070) from the body tissue (paragraph [0152]). 
Sikora'649 teaches a slit (1076) and attaching the flexible member to an appendage of 
anchor that protrudes through the slit and holding it while releasing the anchor 
(paragraph [0146]). All the claimed elements were known in the prior art and one skilled 
in the art could have combined the elements as claimed by known methods with no 
change in their respective functions, and the combination would have yielded 
predictable results to one of ordinary skill in the art. 

Claim 22: The flexible member of Schwartz is attached at only one location to the 
retaining head. Regarding the structure of the retaining head, anchor and their 
attachment to the flexible member: it has been held that to be entitled to weight in 
method claims, the recited structure limitations therein must affect the method in a 
manipulative sense, and not to amount to the mere claiming of a use of a particular 
structure. The limitation of molding the flexible member to the anchor is a product-by- 
process limitation. The anchor/retaining head taught by Schwartz is the same product 
as claimed by Applicant (Figure 49). 
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Claims 25 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Schwartz'617 in view of Sikora'649, as applied to Claim 23, in further view of 
Clark (US Patent 5,954,747). 

Claim 25, 26: Schwartz'617 in view of Sikora'649 teaches the limitations of 
Claims 25 and 26 including meniscal repair. Schwartz in view of Sikora do not teach the 
use of a hollow tube that does not penetrate the tissue in order to deploy the anchor. 

Clark'747 teaches that it is known to perform meniscal repair with an anchor (44) 
that is deployed from a hollow tube (54) having a blunt tip (64) and the blunt tip does not 
penetrate the meniscus (see Figures 10a-10f) because the blunt tip is used to push the 
meniscal tissue on opposite sides of the tear together without penetration (column 5, 
lines 15-18). It would have been obvious to modify the method taught by Schwartz in 
view of Sikora with the blunt end taught by Clark'747 because all the claimed elements 
were known in the prior art and one skilled in the art could have combined the elements 
as claimed by known methods with no change in their respective functions, and the 
combination would have yielded predictable results to one of ordinary skill in the art. 

Allowable Subject Matter 

Claims 1-7 and 33-37 are allowed. 

The prior art does not teach the use of two tubular members in which the first is a 
needle that pierces the torn body tissue in order to deploy an anchoring device and the 
second is a blunt hollow member that does not penetrate the body tissue while 
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deploying a second anchoring device, in which the first and second anchoring devices 
are connected to one another. 

Claims 30-32 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LINDSEY BACHMAN whose telephone number is 
(571 )272-6208. The examiner can normally be reached on Monday to Thursday 7:30 
am to 5 pm, and alternating Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jackie Ho can be reached on 571-272-4696. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/L B./ 

Examiner, Art Unit 3734 



/(Jackie) Tan-Uyen T. Ho/ 

Supervisory Patent Examiner, Art Unit 3773 



